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DETAILED ACTION 

This action is in response to Amendment after a non-final rejection filed April 21, 2005. 
Claims 1-3 and 11-13 have been amended as requested by the applicant. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-3, 8-10 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hoffman (US 4,200,354) in view of Wolleschensky (US 2003/0132394). 

Regarding claims 1-3 and 13, Hoffman teaches an apparatus for implementing phase- 
contrast or modulation-contrast observation on microscopes with the aid of a modulator (8) 
arranged in each pupil plane (Fig. 1) in the observation beam path (Fig. 1) and containing at least 
one layer (8), and a stop (Fig. 10) in the illumination beam path (Fig. 1). Hoffman further 
teaches the use of a tilting optical element (4) to direct the observation light beam onto a desired 
location on modulator (8) (col. 4 lines 10-15). Hoffman further teaches that optical element (4) 
can be eliminated. Hoffman further teaches that the modulator is transmissive (Fig. 1). Fig. 1 
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show light must pass through the modulator to reach the virtual plane. Hoffman lacks reference 
to the modulator tilting. Wolleschensky teaches a transmissive amplitude modulator capable of 
rotating (Figs. 7 A and 16 A; para. 0125). In the broadest reasonable interpretation of the phrase 
"slight tilt" the Wolleschensky reference teaches the greatest modulation is achieved by a "slight 
tilt" (para. 0125). Wolleschensky further teahes the modulator comprising glass plates of various 
glasses (para. 0088). It would have been obvious to a person of ordinary skill in the art to have 
the modulator of Hoffman capable of tilting as taught by Wolleschensky for the purpose of 
eliminating the need for the optical element (4) of Hoffman to reduce aberrations in the image 
created by the extra optical element. 

Regarding claims 8-10, Hoffman teaches the invention as claimed but lacks reference to 
the use of a defined variable layer configuration. Wolleschensky teaches the use of a defined 
variable layer configuration (Fig. 7D). It would have been obvious to a person of ordinary skill 
in the art to have the Hoffman invention include the defined variable layer configuration of 
Wolleschensky for the purpose of attenuating the modulator the desired phase modulation. 

Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hoffman (US 
4,200,354) in view of Dultz (US 2004/0169925). 

Hoffman teaches an apparatus for implementing phase-contrast or modulation-contrast 
observation on microscopes with the aid of a modulator (8) arranged in each pupil plane (Fig. 1) 
in the observation beam path (Fig. 1) and containing at least one layer (8) modifying the phase or 
amplitude (abstract), and a stop (Fig. 10) in the illumination beam path (Fig. 1). Hoffman further 
teaches the use of a tilting optical element (4) to direct the observation light beam onto a desired 
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location on modulator (8) (col. 4 lines 10-15). Hoffman teaches the use of polarization means in 
the modulator (col. 7 lines 26-29). Hoffman lacks reference to the use of polarization means 
combined with retardation plates for phase shifting. Dultz teaches polarization means (PI) in 
combination with retardation plates (1) associated with a transmissive phase modulator (4; Fig. 
4). Fig. 4 shows that the light pass through the retardation plate twice, therefore the single plate 

* 

acts as a plurality of plates. It would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to have the Hoffman invention include the retardation plates of 
Dutlz for the purpose of providing an in-phase image to the observer or detector. 

Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hoffman (US 
4,200,354) in view of MacDonald (US 6,462,858). 

Hoffman teaches an apparatus for implementing phase-contrast or modulation-contrast 
observation on microscopes with the aid of a modulator (8) arranged in each pupil plane (Fig. 1) 
in the observation beam path (Fig. 1) and containing at least one layer (8) modifying the phase or 
amplitude (abstract), and a stop (Fig. 10) in the illumination beam path (Fig. 1). Hoffman further 
teaches the use of a tilting optical element (4) to direct the observation light beam onto a desired 
location on modulator (8) (col. 4 lines 10-15). Hoffman further teaches a portion of the 
modulator being non-reflective (Fig. 1). Hoffman lacks reference to the modulator being 
supported on a carrier. MacDonald teaches the use of a carrier introducible into the beam path 
(Fig. 6) and mounted on the carrier and capable of tilting (col. 6 lines 33-34). The modulator of 
MacDonald contains a plurality of different modulating regions and can therefore be interpreted 
as a plurality of modulators. It would have been obvious to a person of ordinary skill in the art at 
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the time the invention was made to have the Hoffman invention include the carrier of 
MacDonald for the purpose of precisely and accurately manipulating the positioning of the 
modulator. 

Response to Arguments 

* 

Applicant's arguments, see Amendment, filed April 21, 2005, with respect to objection to 
claims 2 and 3 have been fully considered and are persuasive. The objection of claims 2 and 3 
has been withdrawn. 

Applicant's arguments, see Amendment, filed April 21, 2005, with respect to the 
rejection(s)of claim(s) 1 and 1 1 under Hoffman in view of Greywall have been fully considered 
and are persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration of the newly amended claim limitations, a new ground(s) of rejection is made in 
view of Hoffman in view of Wolleschensky and Hoffman in view of Dultz. Applicant argued 
that the Greywall reference failed to teach or suggest a transmissive modulator. The examiner 
agreed and new art was applied to teach the newly added claim limitations. 

Applicant's arguments filed April 21, 2005 have been fully considered but they are not 
persuasive. 

On pages 5 and 6 of Amendment, applicant argues that Hoffman teaches against a tiltable 
modulator. Applicant argues that because a tilting prism is of no importance to Hoffman the 
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reference teaches against the use of a tilting modulator. The idea that an optical element is not 
important to a reference does not exclude the fact that it would obvious to one of ordinary skill in 
the art to modify the reference in light of an additional teaching to include such an element and 
to reasonable expect the modification to succeed. Further, the Hoffman reference teaches 
redirecting light onto different areas of the modulator to produce different modulations of the 
light beam. Therefore, one of ordinary skill in the art would be motivated to introduce a tilting 
modulator into the Hoffman reference for the purpose of producing different modulations of the 
light beam without the need for an additional optical element to redirect the light to different 
areas of the modulator. 

On page 7 of Amendment, applicant argues that Hoffman does not teach a tiltable 
modulator with respect to claim 12. The MacDonald reference is used to teach the tilting 
modulator. 

On page 8 of Amendment, applicant argues that MacDonald is not analogous art. In 
response to applicant's argument that MacDonald is nonanalogous art, it has been held that a 
prior art reference must either be in the field of applicant's endeavor or, if not, then be 
reasonably pertinent to the particular problem with which the applicant was concerned, in order 
to be relied upon as a basis for rejection of the claimed invention. See In re Oetiker, 977 
F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, the Hoffman reference, the 
MacDonald reference and the claimed invention are all related to altering the state of a light 
beam with a modulator. 

On page 8 of Amendment, applicant argues that Hoffman fails to teach multiple 
modulator. The claim limitations states "various modulators are arranged on a carrier." The 
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Hoffman reference teaches a modulator that varies the degree of modulation across the 
modulator. Therefore, the Hoffman modulator would act as multiple modulators, each having a 
uniform degree of modulation. 

On page 8 of Amendment, applicant argues that MacDonald fails to teach a non- 
reflective modifying layer. This limitation is taught by Hoffman. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1, 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joshua L. Pritchett whose telephone number is 571-272-23 18. 
The examiner can normally be reached on Monday - Friday 7:00 - 3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Drew A. Dunn can be reached on 571-272-23 12. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 



Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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